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February 19, 2005 
discussed below 



REMARKS 

This is intended as a full and complete response to the Office Action dated 
November 19. 200/, having a shortened statutory period for response set to expire on 
, Please reconsider the claims pending in the application for reasons 

wo ^ aa Claims 1-25 are pending in the application. Claims 1, 5, 9, 14, and 

2rhrv7bee7amended pursuant to the recent telephonic interview conducted between 
the Applicants and| Examiner. Claims 1-25 remain pending following entry of th.s 
response. 

r.\*im Rejections - 35 U.S.C. S 102 
Claims 1-1l[ 13, 14, 16-18 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by PhWps at a/. (US 5,321,828, hereinafter Philips). Applicants respectfully 

traverse this rejection. 

'A claim is Anticipated only if each and every element as set forth in the claim is 



found, either exp 



forth in the claim' 



Claims 1, ir 
current number of 
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_ ^ressly or inherently described, in a single prior art reference." 
've^aal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 19^87). The identical invention must be shown in as complete detail as 

^ claim." Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 

USPQ2d 1913, 15)20 (Fed. Cir. 1989). The elements must be arranged as required by 
the claim,... inrekond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). 

In trjis case, Philips does not disclose "each and every element as set 

iw Specifically, Philips does not disclose, at least, a breakpoint counter 

^WteT^iiJd by a predetermined number representative of a desired number of 

encounters of the given breakpoint. 

5, 9, and 14 describe incrementing a counter which always reflects a 
times a given breakpoint has been encountered. The claims also 



describe that the counter is not limited by a predetermined number representative of a 



desired number df encounters of the given breakpoint. 

Examiner :ites Philips at Col. 28, Line 50 to Col. 29, Line 8 for the proposition of 
automatically ccfinting a number of times each breakpoint in an application is 
encountered whi e the application is executing during a test run. The cited section 
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describes commands issued to a debugger program. Specifically, the cited section 
refers to a commard "ignore <bnum> <count>" and tort <count>". See Philips, Col. 
29 Lines 4-18. Thl "ignore' command sets the ignore count of a breakpoint number to 
a count entered by the user. id. When the breakpoint is reached, the "cont" may be 
given by the user to set the ignore count to another value. Id. WHh either instruction, 
for the next <coum> times the breakpoint is reached, the debugger will not stop. Id. 
Thus, the cited secjion cites a number that is entered by the ^serand decremented until 
Id. 

Because thl count in Philips is entered by the user and is a number 
representative of a desired number of encounters of the given breakpoint, Philips does 
not describe a counter which is not limited by a predetermined number representative of 
of encounters of the given breakpoint, as claimed. Also, the cited 
refer to decrementing the number until it is zero. See Philips, Col. 
aTunes 1-2. Thus, Philips does not disclose incrementing a counter each time a 
breakpoint is encountered. Furthermore, before the breakpoint has been encountered 
in Philips, the count in Philips is a number entered by the user. See Philips, Col. 29, 
Lines 4-18. Thouih the breakpoint may have been passed several times, the count in 
Philips is zero when the breakpoint is activated. Id. Therefore, Philips does not 
describe a counter which always reflects a current number of times a given breakpoint 

has been encountsred. 

Claims 4, 9, and 14 also describe resetting the counter each time an application 
code segment is'intered. Philips describes that the user may enter the <count> value 
for a single breakpoint, and that the <count> value is decremented. See Philips, Col. 
29. Lines 1-18. Philips does not refer to resetting the counter each time an application 
code segment is sntered. Id. Thus, Philips does not disclose each of the elements of 
the pending claims. 

Because Philips does not disclose all of the elements of the pending claims. 
pmps is not an anticipating reference and Applicants respectfully request that the 
rejections with rlspect to claim 1, 4, 9, and 14 be withdrawn. With respect to the 



a desired number 
sections of Philips 



rejection of claims 



; 2-8, 10-11, 13, 16-18 and 20, each rejection depends on Examiner's 
a^ysis given ^rth respect to Philips. Applicants believe that Philips has been 

Page 9 

PAGE 10711 * RCVD Affl28i'2005 7:19:86 PM [Eastern Standard Time] ' SVR:USPT0-EFXRF-1/1 ' DNlS:8729306 ' CSID: ' DURATION (mm-ss):03-24 



Jan-28-05 07:22pm Frora-Moser, Patterson & Sheridan L L P. 



overcome for the reasons described above. Accordingly, withdrawal of the rejection is 
respectfully requested. 



Claims 15, 
unpatentable over 
respect to the use 
provided with res| 
has been overcorrje 
rejections is 



Claim Rejectio ns - 35 LLS.C. 5 103 
9, and 21-25 stand rejected under 35 U.S.C. § 103(a) as being 
Philips further in view of other references cited by Examiner. With 
oi Philips in rejecting the claims, Examiner uses the same analysis 
to claims 1-11, 13-14, 16-18 and 20. Applicants believe Philips 
for the reasons stated above. Accordingly, withdrawal of the 
respectfully requested. 



pect 



The secondary 
the secondary 
primary referenced 
detailed discussion 
response to this 

Having 
submit that the claims 
claims be allowed. 
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Conclusion 

references made of record are noted. However, it is believed that 
are no more pertinent to the Applicants 1 disclosure than the 
cited in the office action. Therefore, Applicants believe that a 
of the secondary references is not necessary for a full and complete 
action. 

all issues set out in the office action, Applicants respectfully 
are in condition for allowance and respectfully request that the 



references 



ofllce 



addi-essed 



Respectfully submitted 




Gero G. McCleltan 
Registration No. 44,227 
Moser, Patterson & Sheridan, LLP. 
3040 Post Oak Blvd. Suite 1500 
Houston, TX 77056 
Telephone: (713)623-4844 
Facsimile; (713)623-4846 
Attorney for Applicants 
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